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What to Expect When You Change Patent Firm

This Patent Stuff and My Semiconductor Business — Part 36

Welcome to this post about patents and chips. Not a lot has been written about this combination, but there is a lot to
know, especially for the innovators and entrepreneurs themselves. In this three-weekly series, | talk about various aspects,
from a dual perspective of a patent agent and a semiconductor entrepreneur. If you like the article and read it on Linkedin,
give it a thumbs up, and/or click on Follow. If you like to work with us for your next patent, "contact us" info is on

www.icswpatent.com. You can also subscribe/unsubscribe for short email alerts when the next post is available.

There can be several reasons why you'd want to change patent firm. Or have to. Whatever the reason, a key factor in the
success of the change is how realistic your expectations are for the new firm. You can look at a couple of objective things
first, like what type of firm you engage with, and who will service you. Do both the law firm, its areas of expertise, and
its practitioners match your company? By asking the right questions, you may get expectations that are both high and

realistic.

"Big Law" vs Boutique Shop

In a Big Law firm, you may expect a number of partners, and a number of practitioners working for them. There is often
a focus on "billable hours", meaning revenues per practitioner. The company will likely accept work related to whatever
technology. However, they can have dedicated technology teams, such as one or more teams dealing with electronics.

They probably focus on big customers that have a steady budget for patent work.

A boutique shop is of course on the other end of the spectrum. They may be as small as one or two practitioners, and
everybody but the owner/partners is a contractor. They are likely dedicated to one technology (hopefully semiconductors
;-). They may focus on providing the best value for that technology, or providing a particular service model, and they may

not be very interested in large clients. They may even decline work that is profitable but outside the focus area.

The above characterizations are generalized and may not always be correct. There are of course also quite a few law
firms in between these two extremes. The point is basically that the culture may vary significantly with the type of

company, and the culture may impact the type of work. But you have to check, because there are stars all over the sky.

What you can ask to get an idea what to expect is: (1) how many of their practitioners are specialized in semiconductors;

(2) how many applications does each practitioner write in an average month; (3) who are some of their current
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customers; and (4) provide some examples of patents filed for other customers. Note that each client with a published

application is in the public domain, and the firm doesn't need to give away privileged information.

Another issue to consider is whether the new firm can only do prosecution, or both prosecution and litigation.
Prosecution means getting the patent for you. Litigation means fighting a challenger or competitor in court. It is
convenient to have the same under one roof, although the litigator is probably a different person than the prosecutor,
who has the technical background. Litigation is important for larger clients, who have the budget to support it. Smaller

patent law firms will pull in a larger firm with which they're associated and with which they have ongoing business.

Patent Lawyer vs Patent Agent

Regardless of the company you're engaging with, you also want to check the practitioner(s) (patent lawyers or agents)
you'll work with. | wrote about this before, there are real differences between the two groups: lawyers have more
background in law, and agents have more background in technology. Both groups have a science or engineering degree,
and both groups have passed the patent bar exam. Lawyers often lack industry experience, but they have completed law
school and passed a state bar exam. They may have litigation experience. Agents lack the general law experience, but

they usually have industry experience—and sometimes for decades.

In your case, if you are an expert in some area of chip design and you have made a new invention, there may be no patent
practitioner in the world with your level of expertise. Whoever drafts a patent for you may need to ramp up and learn to
understand the words, acronyms, and architectures you're using. This can take time. A patent agent may catch up quicker

and reach a deeper understanding, but some lawyers have built up a very respectable level of expertise in some areas.

One downside to finding the most expertise is that the expertise may come from one of your competitors, and the expert

patent agent may not be allowed to work with you.

Again, before you commit, you want to have a chat with the practitioner(s) proposed to take on your work, and see if
you like them. Ask about their industry background, design experience, and to see some of their applications. Also, ask
them how they expect to interface with you during the process of drafting a patent application, and while defending it

at the patent office.

No two personalities are the same, but | have some good news. ALL patent practitioners | know who understand
semiconductors are great people! The downside is that there are very few of us, and unfortunately quite a few chip
patents are written by people who don't understand semiconductors. However, please judge people by their work, not
by their formal qualifications. | know a lawyer who writes great Al chip patents, despite having a background in industrial

design rather than electronics. He just happens to love math, and caught on to Al pretty early.

The Transition
Different practitioners have different styles and experience, and this will impact how they describe, claim, and defend

an invention. My golden rule is that whoever will defend your application at the patent office should also be the person



who writes it, including the claims. You don't always have that luxury, though. If you change patent law firms before a

pending application is granted, the new firm will inherit the application.

Often, the new practitioner first needs to go through the learning process to understand the invention. Sometimes it is
hardly necessary, but in some cases it takes significant time. You will probably not be charged for it, since we all love new

clients. But the practitioner and the inventor may need some time to talk to get on the same line.

What If You Still Have Doubts?
First, ask your practitioner why he or she does things the way he/she does. Good practitioners don't mind explaining. If
he or she modifies your claims to no longer be understandable, discuss it. If you keep feeling uncomfortable, see if you

can change practitioner first before you change law firm again. In general, take a pause before making any changes.
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Disclaimer

Please do not construe anything in this article as legal advice: it isn't. The article contains our private opinions, based on
experience as a semiconductor industry entrepreneur and as a patent agents fighting for inventors and entrepreneurs.
If you need a strong patent on your circuit and/or system, please think about us.

Andy Grouwstra works directly for patent customers and is also associated with HBW and Trellis Intellectual Property
Law Group PC (Trellis). All opinions in this article are ours only. The article has not been reviewed by either HBW or Trellis,
and its content does not represent their opinions or advice. Don't be upset with them!
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